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DETAILED ACTION 

1 . This action is responsive to the amendment filed on 12/6/2007. 
This action is made Final. 

2. In the amendment, claims 1-5, 7-10, 12, 14-27, 29, 30, and 34-37 are pending in the 
case. Claims 1,10, 20, 26, 34, and 36 are independent claims. 



Drawings 

3. The drawings filed on 4/30/2001 have been approved by the examiner. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 



5. Claims 20-27, 29, 30, and 34-37 remain rejected under 35 U.S.C. 102(e) as being 

anticipated by Hitchcock et al, hereinafter Hitchcock (Pat.# 6,345,278 Bl, 2/5/2002, filed on 
6/3/1999). 
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Regarding independent claim 20, Hitchcock teaches creating a form in accordance to an 
institution's request, such as using template files. Attributes are utilized for automatically 
adding form fields — preprogrammed data input fields- to an application(s) for requesting 
information chosen by the institution — determining one or more attributes that are used by the 
business logic but not obtained by the business logic elsewhere other than the form definition, 
and using after determining the one or more attributes.. . (col. 6, lines 3-11, col. 7, lines 29-60, 
col.8, lines 60-col.9, line 20, col.l5, lines 27-46, and col.21, lines 1-67). 

Further, Hitchcock discloses checking the information submitted by the user on the 
form — preprogrammed request — , against requirements of the institution. If the data submitted 
does not meet the criteria, the form is returned to the user for providing the missing data — the 
determining is based at least in part on one or more interactions associated with the 
business logic (colli, lines 45-col.l2, line29, col. 14, lines49-col.l5, line 27). The form 
requesting a review of the information included therein, is coded using a format such as HTML 
code— each of the one or more processing interactions being associated with a request to be 
processed by the business logic and including, one or more command definitions to process 
the request; 

Furthermore, Hitchcock discloses replacing directives with appropriate validation code 
in html for validating the form fields — including validation code in the form definition 
associated with the defined one or more fields— (col.l 1, lines 45-col.l2, line29, col. 14, lines49- 
col.l5,line 27). 
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Regarding claim 21, which depends on claim 20, Hitchcock discloses checking the 
information submitted by the user on the form, against requirements of the institution. If the 
data submitted does not meet the criteria, the form is returned to the user for providing the 
missing data (colli, lines 45-col.l2, line29, col.l4, lines49-col.l5, line 27). 

Regarding claim 22, which depends on claim 20, Hitchcock discloses checking the 
information submitted by the user on the form to a database, against requirements of the 
institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data. A second stage validation is performed when the form is submitted 
to an institution (col. 14, lines 48-col.l5, line 67). 

Regarding claim 23, which depends on claim 20, Hitchcock discloses checking the 
information submitted by the user on the form to a database, against requirements of the 
institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data. A second stage validation is performed when the form is submitted 
to an institution — identification of additional restrictions and receiving from the business 
logic, the identification of the additional restrictions— (col. 14, lines 48-col.l5, line 67). 

Claims 24-25 are directed towards a computer program product on a computer-readable 
medium for storing computer-executable instructions for performing the steps found in claim 
22, and therefore is similarly rejected. 
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Regarding independent claim 26, Hitchcock teaches creating a form in accordance to an 
institution's request, such as using template files. Attributes are utilized for automatically 
adding form fields to an application(s) for requesting information chosen by the institution (col. 
6, lines 3-11, col.7, lines 29-60, col.8, lines 60-col.9, line 20, col.l5, lines 27-46, and col.21, 
lines 1-67). 

Further, Hitchcock discloses replacing directives with appropriate validation code in 
html for validating the form fields — validation code from the tag library to verify that a 
subsequent input to the data field satisfies the one or more automatically identified pre- 
programmed restrictions (col. 10, lines 40-col.l2, line29, col. 14, lines49-col.l5, line 27). In 
other words, the html code associated with the vahdation information for the form fields, is 
retrieved from a file source, such as a data structure — tag library—. 

Furthermore, Hitchcock discloses checking the information submitted by the user on the 
form — request—, against requirements of the institution. If the data submitted does not meet the 
criteria, the form is returned to the user for providing the missing data — identifying one or 
more processing interactions associated with a business logic, wherein the business 
logic processes requests subsequently submitted via the generated form; identifying in the 
one or more pre-programmed interactions one or more attributes that are not obtained 
elsewhere, but the form (col.l 1, lines 45-col.l2, line29, col. 14, lines49-col.l5, line 27). The 
form requesting a review of the information included therein, is coded using a format such as 
HTML code— and wherein each interaction is associated with a request and includes one or 
more command definitions to process the request; 
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Regarding claim 27, which depends on claim 26, Hitchcock discloses checking the 
information submitted by the user on the form, against requirements of the institution. If the 
data submitted does not meet the criteria, the form is returned to the user for providing the 
missing data (col.ll, lines 45-coI.12, Iine29, coI.14, Iines49-coI.15, line 27) — automatically 
identify pre-programmed restrictions, and include in the form definition, the validation code to 
verify that the subsequent input to the data field. 

Regarding claim 29, which depends on claim 26, Hitchcock discloses checking the 
information submitted by the user on the form to a database, against requirements of the 
institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data. A second stage validation is performed when the form is submitted 
to an institution (col. 14, lines 48-col.l5, line 67) — identifying one or more interactions 
associated with the business logic, identifying in the one or more processing interactions one or 
more attributes that are not obtained elsewhere, additional data input fields to be included in 
the form based at least in part on the identification of the one or more attributes not obtained 
by one or more processing interactions elsewhere. 

Regarding claim 30, which depends on claim 34, Hitchcock discloses checking the 
information submitted by the user on the form to a database, against requirements of the 
institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data (col. 14, lines 48-col.l5, line 27). 
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Regarding independent claim 34, Hitchcock discloses a forms engine— /orm processing 
module— for replacing directives with appropriate validation code, found in a data structure, in 
html for validating the form fields — validation code from the tag library to verify that a 
subsequent input to the data field satisfies the one or more automatically identified pre- 
programmed restrictions — pre-programmed restrictions in a form definition for the form— 
(coI.lO, lines 40-coI.12, Iine29, coI.14, Iines49-coI.15, line 27). 

Regarding claim 35, which depends on claim 34, Hitchcock discloses checking the 
information submitted by the user on the form to a database, against requirements of the 
institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data (col. 14, lines 48-col.l5, line 27). 

Regarding independent claim 36, Hitchcock teaches a forms engine— /orm processing 
module— for creating a form in accordance to an institution's request, such as using template 
files. Attributes are utilized for automatically adding form fields to an application(s) for 
requesting information chosen by the institution (col. 6, lines 3-11, col. 7, lines 29-38, 60-67, 
col.8, lines 60-col.9, line 20, col.l5, lines 27-46, and col.21, lines 1-67). 

Furthermore, Hitchcock discloses checking the information submitted by the user on 
the form to a database — attributes that are not obtained by the one or more pre-programmed 
interaction elsewhere, but the form, against requirements of the institution. If the data submitted 
does not meet the criteria, the form is returned to the user for providing the missing data — 
indicating that the one or more identified attributes are to be obtained via a data input field on 
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a form, and further indicating that an input for the data input field is needed when submitting 
the form (colli, lines 45-col.l2, line29,col.l4, lines 48-col.l5, line 27). The form requesting a 
review of the information included therein, is coded using a format such as HTML code— 

includes one or more command definitions for the business logic to process the request; 

Regarding claim 37, which depends on claim 36, Hitchcock discloses checking the 
information submitted by the user on the form to a database — attributes that are not obtained 
by the one or more interaction elsewhere, against requirements of the institution. If the data 
submitted does not meet the criteria, the form is returned to the user for providing the missing 
data (col. 14, lines 48-col.l5, line 27). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-5, 7-10, 12, and 14-19 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hitchcock as applied to claim 1 above, and further in view of Bernardo et al 
(USPat. 6684369, 1/27/2004, filed on 6/19/1998). 
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Regarding independent claim 1 , Hitchcock teaches creating a form in accordance to an 
institution's request. Attributes are utilized for automatically adding form fields — 
preprogrammed request for the business logic— to an application(s) for requesting information 
chosen by the institution — receiving an indication of a desired form to be generated for data 
input; automatically identifying one or more preprogrammed data input fields to be included on 
the desired form, and generating, after automatically identifying the one or more data input 
fields, a form definition including the automatically identified data input fields— (col. 6, lines 3- 
11, col.7, lines 29-60, col.8, lines 60-col.9, line 20, colli, lines 45-col.l2, line29, col.l5, lines 
27-46, and col.21, lines 1-67). 

Furthermore, Hitchcock discloses checking the information submitted by the user 
on the form — request—, against requirements of the institution. If the data submitted does not 
meet the criteria, the form is returned to the user for providing the missing data — identifying 
one or more interactions associated with a business logic, wherein the business logic 
processes requests subsequently submitted via the form, identifying in the one or more 
interactions one or more attributes that are not obtained elsewhere, but the form (col.l 1, lines 
45-col.l2, line29, col.l4, lines49-col.l5, line 27). The form requesting a review of the 
information included therein, is coded using a format such as HTML code— and wherein each 
interaction is associated with a request and includes one or more command definitions to 
process the request; Hitchcock fails to explicitly disclose requests subsequently submitted via a 
form resulting from the desired form. However, Bernardo teaches using a web form for 
producing input forms to submit information to a website (col. 23, line 48-col. 24, line 31, fig. 
26, 28). It would have been obvious to one of ordinary skill in the art at the time of the invention 
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to use a form to create another form to be used for submitting data by combining the submission 
of data via forms as taught by Hitchcock, and the use of form templates to create other web 
documents, such as forms disclosed by Bernardo, because of all the reasons found in Bernardo 
including eliminating the need for a website creator to know or use HTML or other programming 
languages to create a website (col.2, lines 30-67). This method facilitates the effort, and speeds 
up and time that it takes to create webpage application used to generate the application used for 
submitting the requests. 

Regarding claim 2, which depends on claim 1, Hitchcock discloses an XML 
parser for generating applications of form elements including validation rule elements for 
validating data associated with the form elements — automatically identifying for each of the one 
or more pre-programmed input fields, one or more restrictions (col. 21, lines 30-67). 

Regarding claim 3, which depends on claim 2, Hitchcock discloses an XML 
parser for generating applications of form elements including validation rule elements for 
validating data associated with the form elements — automatically identifying for each of the one 
or more input fields, one or more restrictions (col.l 1, lines 45-col.l2, line29, col. 21, lines 30- 
67). In other words, the processor requests the data for the display of the fields from a forms 
engine — requesting and receiving the one or more restrictions from a business logic, which 
subsequently processes requests submitted via the form. 



Regarding claim 4, which depends on claim 2, Hitchcock discloses checking the 



Application/Control Number: 09/847,038 Page 1 1 

Art Unit: 2178 

information submitted by the user on the form, against requirements of the institution. If the data 
submitted does not meet the criteria, the form is returned to the user for providing the missing 
data — identifying one or more interactions associated with the business logic, identifying in the 
one or more interactions one or more attributes that are not obtained elsewhere (col.l 1, lines 
45-C0I.I2, Iine29, coI.14, Iines49-coI.15, line 27). 

Regarding claim 5, which depends on claim 1, Hitchcock discloses checking the 
information submitted by the user on the form, against requirements of the institution. If the data 
submitted does not meet the criteria, the form is returned to the user for providing the missing 
data — requesting and receiving the one or more pre-programmed input fields from a business 
logic, which subsequently processes requests submitted via the form (col. 11, lines 45-col.l2, 
line29, col. 14, lines49-col.l5, line 27). 

Regarding claim 7, which depends on claim 1, Hitchcock discloses checking the 
information submitted by the user on the form, against requirements of the institution. If the data 
submitted does not meet the criteria, the form is returned to the user for providing the missing 
data (colli, lines l-col.l2, line29, col.l4, lines49-col.l5, line 27). 

Regarding claim 8, which depends on claim 1, Hitchcock discloses checking the 
information submitted by the user on the form, against requirements of the institution. If the data 
submitted does not meet the criteria, the form is returned to the user for providing the missing 
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data — communicating with a business logic to identify one or more pre-programmed data input 
fields (colli, lines 45-col.l2, line29, col.l4, lines49-col.l5, line 27). 

Regarding claim 9, which depends on claim 8, Hitchcock discloses checking the 
information submitted by the user on the form, against requirements of the institution. If the data 
submitted does not meet the criteria, the form is returned to the user for providing the missing 
data — a plurality of interactions to process requests, comprising an identification of one of the 
plurality of interactions or data input into the fields (col. 1 1 , lines 45-col. 12, line29, col. 14, 
lines49-col.l5, line 27). 

Regarding independent claim 10, Hitchcock teaches a forms engine for creating 
an html form in accordance to an institution's request, such as using template files. Attributes are 
utilized for automatically adding form validation code to an application(s) for requesting 
information chosen by the institution — automatically identifying one or more pre-programmed 
restrictions associated with a data input field; and using, after automatically identifying the one 
or more restrictions the one or more restrictions and the field to generate a text markup 
language form definition.— (col. 6, lines 3-11, col. 7, lines 29-60, colli, lines l-col.l2, line29, 
and col.21, lines 1-67). 

Furthermore, Hitchcock discloses checking the information submitted by the user 
on the form — request—, against requirements of the institution. If the data submitted does not 
meet the criteria, the form is returned to the user for providing the missing data — 
communicating with a business logic to identify the one or more pre-programmed restrictions. 



Application/Control Number: 09/847,038 Page 13 

Art Unit: 2178 

wherein the business logic processes requests which are subsequently submitted via a 
generated form, the communicating including identifying one or more interactions 
associated with the business logic, and identifying, in the one or more interactions, one 
or more attributes that are not obtained by the one or more interactions elsewhere, but the 
form; (colli, lines 45-col.l2, line29, col. 14, lines49-col.l5, line 27). The form requesting a 
review of the information included therein, is coded using a format such as HTML code— and 
wherein each processing interaction is associated with a request and includes one or more 
command definitions to process the request; Hitchcock fails to explicitly disclose requests which 
are subsequently submitted via a generated form, and for use with the generated form. However, 
Bernardo teaches using a web form for producing input forms to submit information to a website 
(col. 23, line 48-col. 24, line 31, fig. 26, 28). It would have been obvious to one of ordinary skill 
in the art at the time of the invention to have generated a form to be used for submitting data by 
combining the submission of data via forms as taught by Hitchcock, and the use of form 
templates to create other web documents, such as forms disclosed by Bernardo,, because of all 
the reasons found in Bernardo including eliminating the need for a website creator to know or 
use HTML or other programming languages to create a website (col.2, lines 30-67). This method 
facilitates the effort, and speeds up and time that it takes to create webpage application used to 
generate the application used for submitting the requests. 

Regarding claim 12, which depends on claim 11, Hitchcock discloses checking 
the information submitted by the user on the form, against requirements of the institution. If the 
data submitted does not meet the criteria, the form is returned to the user for providing the 
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missing data — requesting, and receiving from the business logic an identification of the one or 
more pre-programmed restrictions (col.l 1, lines 45-col.l2, line29, col. 14, lines49-col.l5, line 
27). 

Regarding claim 14, which depends on claim 10, Hitchcock teaches a forms 
engine for creating an html form in accordance to an institution's request, such as using template 
files. Attributes are utilized for automatically adding form validation code to an application(s) for 
requesting information chosen by the institution — automatically identifying the data input field 
to he included in the text markup language form— (col. 6, lines 3-11, col. 7, lines 29-38, 60-67, 
colli, lines 1 -col. 12, line29, and col.21, lines 1-67). 

Regarding claim 15, which depends on claim 14, Hitchcock discloses checking 
the information submitted by the user on the form, against requirements of the institution. If the 
data submitted does not meet the criteria, the form is returned to the user for providing the 
missing data (colli, lines 45-col.l2, line29, col.l4, lines49-col.l5, line 27). 

Regarding claim 16, which depends on claim 14, Hitchcock discloses checking 
the information submitted by the user on the form — identifying in the one or more processing 
interactions one or more attributes that are not obtained elsewhere, against requirements of the 
institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data (col.l 1, lines 45-col.l2, line29, col.l4, lines49-col.l5, line 27). 

Regarding claim 17, which depends on claim 14, Hitchcock discloses checking 
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the information submitted by the user on the form, against requirements of the institution. If the 
data submitted does not meet the criteria, the form is returned to the user for providing the 
missing data — automatically identifying that a data input to the automatically identified data 
input field is required when submitting the form (col.l 1, lines 45-col.l2, line29, col. 14, lines49- 
col.15, line 27). 

Regarding claim 18, which depends on claim 10, Hitchcock discloses checking 
the information submitted by the user on the form fields, against requirements of the institution. 
If the data submitted does not meet the criteria, the form is returned to the user for providing the 
missing data (colli, lines 45-col.l2, line29, col.l4, lines49-col.l5, line 27). 

Regarding claim 19, which depends on claim 10, Hitchcock discloses checking 
the information, such as text, submitted by the user on the form fields, against requirements of 
the institution. If the data submitted does not meet the criteria, the form is returned to the user for 
providing the missing data (col.l 1, lines 45-col.l2, line29, col. 14, lines49-col.l5, line 27). 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-5, 7-10, 12, 14-27, 29, 30, and 34- 
37, have been considered but are not persuasive. In response to apphcant's argument that there is 
no suggestion to combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
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invention where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the Applicant remarks that there is no rationale 
to combine the references used in the rejections (pages 12-14). The Examiner disagrees, because 
although Hitchcock fails to teach the creation of a form through the use of another form, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to use a form to 
create another form to be used for submitting data by combining the submission of data via 
forms as taught by Hitchcock, and the use of form templates to create other web documents, such 
as forms disclosed by Bernardo, because of all the reasons found in Bernardo including 
eliminating the need for a website creator to know or use HTML or other programming 
languages to create a website (col.2, lines 30-67). One of ordinary skill in the art would be 
motivated to use Bemado's webpage creation system, because this would facilitate the form 
creation effort, and speed up and time that it takes to create webpage apphcation used to generate 
the application used for submitting the requests. 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning ('piecemealing' Bernardo, and Hitchcock, page 15), it 
must be recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does not 
include knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). Bernardo teaches a system 
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that would speed up and increase the efficiency with which the forms used by Hitchcock are 
generated. 

Moreover, the Applicant states that the references fail to teach or suggest the generation 
of a form definition including automatically identified input fields (page 16, parag.2). The 
Examiner disagrees, because Hitchcock teaches creating a form in accordance to an institution's 
request. Attributes are utilized for automatically adding form fields — preprogrammed request for 
the business logic— to an application(s) for requesting information chosen by the institution — 
receiving an indication of a desired form to be generated for data input; automatically 
identifying one or more preprogrammed data input fields to be included on the desired form, and 
generating, after automatically identifying the one or more data input fields, a form definition 
including the automatically identified data input fields-- (col. 6, lines 3-11, col. 7, lines 29-60, 
col.8, lines 60-col.9, line 20, colli, lines 45-col.l2, line29, col.l5, lines 27-46, and col.21, lines 
1-67). In other words, the institution indicates what are its preferences, and based upon those 
preferences, a customized form is generated containing fields, such as using radio buttons vs. a 
pull-down menu to input choices to fill out the form application(col.7, lines 50-60), that meet the 
institution's preset criteria. 

Regarding claim 2, the Applicant indicates that Hitchcock teachings are misplaced as the 
claim recites xml tags defining the appearance of text within the tags, and not restrictions data 
subsequently input via a field (page (17, parag.3). The Examiner also disagrees in this instance, 
since Hitchcock teaches using validation rules to associate with, and apply to the form fields 
form based on the data input into the form (col.21, lines 30-67) 
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Regarding claims 3, 5-10, 12, and 14-19, the Applicant indicates that Hitchcock fails to 
identify one or more restrictions for each of the fields (page (17, parag.3-page20). As indicated 
above, Hitchcock teaches using validation rules to associate with, and apply to the form fields 
form based on the data input into the form (col.21, lines 30-67). In other words, the rules are tied 
to the form fields themselves. 

Regarding claims 20-27, 29-30, and 34-37, the Applicant is directed towards the reasons 
explained above regarding the respective claims. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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I. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Cesar B. Paula whose telephone number is (571) 272-4128. The examiner 

can normally be reached on Monday through Friday from 8:00 a.m. to 4:00 p.m. (EST). 

If attempts to reach the examiner by telephone are unsuccessfril, the examiner's 

supervisor, Stephen Hong, can be reached on (571) 272-4124. However, in such a case, please 

allow at least one business day. 

Inft)rmation regarding the status of an application may be obtained from the Patent 

Application Retrieval (PAIR) system. Status information for published applications may be 

obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, go to http://portal.uspto.gov/'external/portal./pair . Should you have any questions about 

access to the Private PAIR system, please contact the Electronic Business Center (EBC) at 866 

217-9197 (toll-free). 

Any response to this Action should be mailed to: 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
Or faxed to: 

(703) 703-872-9306, {(571)-273-8300 as of July 15, 2005} (for all Formal communications 
intended for entry) 



/CESAR B PAULA/ 
Primary Examiner, 
Art Unit 2178 
3/6/2008 



